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DETAILED ACTION 

1. Claims 1, 3-48 and 51-54 are presented for examination. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1, 3-48 and 5 1-54 have been considered but 
are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

The claimed invention is directed to non-statutory subject matter. Claims 1, 20, 30, 40, 
42, 48, 51, only appear to be producing a tangible result which enables any usefulness of having 
sending a notification to the offline user when the total number of users exceeds a preset amount. 
Under all other conditions, the final result achieved is a determination, which has not been used 
nor made available for use in the disclosed practical application. As such, no usefulness of 
having made the determination can be realized. 



Claim Rejections - 35 USC § 112 
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4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1, 3-48 and 51-54 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The claim language in the following claims is not clearly explained: 

I. Claims 1, 20, 30, 40, 42, 48, 51, claim the comparison step between the 
total number of users to a particular number of users that log in to the website, and sending a 
notification when the total number of users exceeds a preset amount, it is not clearly defined 
what relationship exists between "a particular number of user" and "a preset amount". 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1, 5-20, 23-29, 33-40, 42, 44, 46-48, 51-54 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lipton [ US Patent No 6,728,754 ], in view of Rose [ US Patent 
Application No 2002/003263 1 ] . 
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8. As per claim 1, Lipton discloses the invention as claimed including a method for 
notifying an offline user of an online user [ i.e. if a member of the group is off-line, and has 
enabled a telephone notification option, a telephone message indicating the online status of the 
user is sent to the member ] [ Figure 1; Abstract; and col 1, lines 46-54 ], the method comprising 
the steps of: 

monitoring the total numbers of users who log in to a website [ i.e. members of group or 
buddy list ] [ col 1, lines 13-15 and lines 38-40 ]; 

as each user logs in, comparing the total number of users to notification criteria of the 
offline user [ i.e. determine if the member is online ] [ 26, Figure 1; and col 2, lines 24-41 ], the 
notification criteria specifying a particular number of users that logs in to the website [ i.e. 
certain members in a subset of the group or buddy list ] [ col 1, lines 46-48; and col 2, lines 64- 
col 3, lines 7 ]. 

Lipton does not specifically disclose 

when the total number of users exceeds a preset amount, then sending a notification to the 
offline user, wherein the notification informs the offline user of an amount of activity in the 
website. 

Rose discloses 

when the total number of users exceeds a preset amount [ i.e. the predefined event occurs 
when a subsequent bid made by one user for a particular auction item is higher than a previous 
bid made by another user ] [ paragraphs 0003, 0009 and 0021 ] 3 then sending a notification to the 
offline user [ i.e. the customer is notify via electronic mail ] [ paragraphs 0005, 0032 ], wherein 
the notification informs the offline user of an amount of activity in the website [ i.e. the alert is 
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recognized at the host station to send a call-to-action to the user that has been outbid ] [ 50, 
Figure 2; and paragraphs 0022 and 0024 ]. 

It would have been obvious to a person skill in the art at the time the invention was 
made to combine the teaching of Lipton and Rose because Rose's teaching of auction site would 
provide a call-to-action which is needed in remote access auctions conducted using information 
transmission devices which enable bidders to obtain information about items offered for sale and 
to enter bids for those items from a location remote from the items themselves [ Rose, paragraph 
0004]. 

9. As per claim 5, Lipton does not specifically disclose the website is an auction site and the 
. notification criteria comprise entry of a bid that exceeds a high bid submitted by the offline user. 
Rose discloses the website is an auction site and the notification criteria comprise entry of a bid 
that exceeds a high bid submitted by the offline user [ paragraphs 0004 and 0009 ]. It would 
have been obvious to a person skill in the art at the time the invention was made to combine the 
teaching of Lipton and Rose because Rose's teaching of auction site would provide a call-to- 
action which is needed in remote access auctions conducted using information transmission 
devices which enable bidders to obtain information about items offered for sale and to enter bids 
for those items from a location remote from the items themselves [ Rose, paragraph 0004 ]. 

10. As per claim 6, Lipton does not specifically disclose the website is an auction site and the 
notification criteria comprises a number of bids submitted within a certain duration. Rose 
discloses the website is an auction site and the notification criteria comprises a number of bids 
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submitted within a certain duration [ i.e. number of bids ] [ Figure 1; and paragraph 0015 ]. It 
would have been obvious to a person skill in the art at the time the invention was made to 
combine the teaching of Lipton and Rose because Rose's teaching of auction site would provide 
a call-to-action which is needed in remote access auctions conducted using information 
transmission devices which enable bidders to obtain information about items offered for sale and 
to enter bids for those items from a location remote from the items themselves [ Rose, paragraph 
0004]. 

11. As per claim 8, Lipton discloses sending an offline communication to the offline user in 
accordance with the offline user's contact information [ i.e. telephone number associated with 
member ] [ 34, Figure 1; and col 2, lines 42-44 ]. 

12. As per claim 9, Lipton discloses communication device type and an address of the 
communication device [ col 4, lines 17-26 ]. 

13. As per claim 10, Lipton does not specifically disclose a plurality of communication 
device types of the offline user, addresses for each of the plurality of communication device 
types, and an order in which to attempt the plurality of communication device types. Rose 
discloses a plurality of communication device types of the offline user, addresses for each of the 
plurality of communication device types, and an order in which to attempt the plurality of 
communication device types [ i.e. telephone, pager, television ] [ paragraphs 0005, 0017 and 
0032 ]. It would have been obvious to a person skill in the art at the time the invention was made 
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to combine the teaching of Lipton and Rose because Rose's teaching would provide a call-to- 
action which is needed in remote access auctions conducted using information transmission 
devices which enable bidders to obtain information about items offered for sale and to enter bids 
for those items from a location remote from the items themselves [ Rose, paragraph 0004 ]. 

14. As per claim 11, Lipton discloses sending the offline communication to one of a wireline 
telephone, a wireless telephone, a caller identification device, a wireless access protocol device, 
a one-way pager, and an interactive page [ i.e. telephone call or mobile telephone ] [ Figure 2; 
col 1, lines 38-40; and col 4, lines 1 1-14 ]. 

15. As per claim 12, Lipton discloses receiving an indication from the offline user as to 
whether the offline user will log in to the website [ i.e. go online to chat ] [ col 4, lines 59-62 ]; 
and reporting the indication to the online user [ i.e. online message may comprise a textual 
message stating that the first user is now online ] [ col 4, lines 66-col 5, lines 5 ]. 

16. As per claim 7, Lipton discloses reporting the indication to another offline user [ col 2, 
lines 63-col 3, lines 15 ]. 

17. As per claim 13, Lipton discloses wherein the step of sending the offline communication 
comprises sending the offline communication to one of a wireline telephone and a wireless 
telephone [ Figure 2; and col 3, lines 55-col 4, lines 14 ], 
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wherein the step of receiving the indication comprises receiving input of the offline user 
through an interactive voice response unit [ i.e. IVR ] [ col 5, lines 6-22 ], and wherein the step 
of reporting the indication comprise transmitting the indication to the online user through a 
global computer network [ i.e. computer networks ] [ col 3, lines 44-54 ]. 

18. As per claim 14, Lipton discloses receiving audio input of the offline user and converting 
the audio input to text for transmission through the global computer network to the online user [ 
col 4, lines 26-29; and col 5, lines 1-5 ]. 

19. As per claim 15, Lipton discloses receiving audio input of the offline user, recording the 
audio input as a digital audio file, and transmitting the digital audio file through the global 
computer network to the online user [ col 4, lines 26-29; and col 5, lines 1-5 ]. 

20. As per claim 16, Lipton discloses sending the offline communication to one of an 
interactive pager and a wireless access protocol device [ i.e. radiotelephone ] [ Figure 2; and col 
3, lines 55-col 4, lines 14 ], and wherein the step of reporting the indication comprises 
transmitting the indication to the online user through the global computer network [,i.e. computer 
networks ] [ col 3, lines 44-54 ]. Lipton does not specifically disclose wherein the step of 
receiving the indication comprises receiving input of the offline user from the interactive pager 
or the wireless access protocol device. Rose discloses wherein the step of receiving the 
indication comprises receiving input of the offline user from the interactive pager or the wireless 
access protocol device [ paragraphs 0024, 0025 and 0032 ]. It would have been obvious to a 
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person skill in the art at the time the invention was made to combine the teaching of Lipton and 
Rose because Rose's teaching would provide a call-to-action which is needed in remote access 
auctions conducted using information transmission devices which enable bidders to obtain 
information about items offered for sale and to enter bids for those items from a location remote 
from the items themselves [ Rose, paragraph 0004 ]. 

21. As per claim 17, Lipton does not specifically disclose one of a standard message and a 
customized message. Rose discloses one of a standard message and a customized message [ 
paragraphs 0028 ]. It would have been obvious to a person skill in the art at the time the 
invention was made to combine the teaching of Lipton and Rose because Rose's teaching would 
provide a call-to-action which is needed in remote access auctions conducted using information 
transmission devices which enable bidders to obtain information about items offered for sale and 
to enter bids for those items from a location remote from the items themselves [ Rose, paragraph 
0004]. 

22. As per claim 18, Lipton does not specifically disclose the notification criteria and a time 
and a date that the notification criteria was satisfied. Rose discloses the notification criteria and 
a time and a date that the notification criteria was satisfied [ 16, Figure 1; and paragraph 0028 ]. 
It would have been obvious to a person skill in the art at the time the invention was made to 
combine the teaching of Lipton and Rose because Rose's teaching would provide a call-to-action 
which is needed in remote access auctions conducted using information transmission devices 
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which enable bidders to obtain information about items offered for sale and to enter bids for 
those items from a location remote from the items themselves [ Rose, paragraph 0004 ]. 

23. As per claim 19, Lipton discloses requiring the offline user to provide a passcode before 
forwarding the offline communication [ i.e. password ] [ col 5, lines 6-12 ]. 

24. As per claim 20, it is rejected for similar reasons as stated above in claim 1 . 

25. As per claim 23, it is rejected for similar reasons as stated above in claim 5. 

26. As per claims 24-29, they are rejected for similar reasons as stated above in claims 8-13. 

27. As per claim 30, it is rejected for similar reasons as stated above in claim 1 . 

28. As per claim 33, it is rejected for similar reasons as stated above in claim 5. 

29. As per claims 34-39, they are rejected for similar reasons as stated above in claims 8-13. 

30. As per claim 40, it is rejected for similar reasons as stated above in claim 1. 

31. As per claim 42, it is rejected for similar reasons as stated above in claim 1 . 
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32. As per claim 44, it is rejected for similar reasons as stated above in claim 8. 

33. As per claims 46 and 47, they are rejected for similar reasons as stated above in claims 1 1 
and 12. 

34. As per claims 48, it is rejected for similar reasons as stated above in claims 1 and 13. 
Furthermore, Lipton discloses instant messaging service [ col 1, lines 12-17; and col 2, lines 13- 
24]. 



35. As per claims 51 and 52, they are rejected for similar reasons as stated above in claims 1, 
5 and 6. 

36. As per claim 53, it is rejected for similar reasons as stated above in claim 12. 

37. As per claim 54, it is rejected for similar reasons as stated above in claim 5. 



38. Claims 3, 4, 2 1 , 22, 3 1 , 32, 45 is rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Lipton [ US Patent No 6,728,754 ], in view of Rose [ US Patent Application No 
2002/0032631 ], and further in view of Payne et al. [ US Patent No 6,021,433 ]. 



Application/Control Number; 09/923,320 Page 12 

Art Unit: 2154 

39. As per claim 3, Lipton discloses the website is a chat room [ col 4, lines 59-62; and col 5, 
lines 2-5 ]. Lipton and Rose do not specifically disclose a topic of discussion. Payne discloses a 
topic of discussion [ i.e. category ] [ col 21, lines 21-44 ]. It would have been obvious to a 
person skill in the art at the time the invention was made to combine the teaching of Lipton, Rose 
and Payne because Payne's teaching of category would allow the user to pinpoint and locate the 
specific information the user was alerted to and easily locating a story [ Payne, col 31, lines 6-14 

]• 

40. As per claim 4, Lipton and Rose do not specifically disclose the website is a game site 
and the notification criteria further comprise when a high score has been exceeded. Payne 
discloses the website is a game site [ col 21, lines 21-44 ] and the notification criteria further 
comprise when a high score has been exceeded [ col 28, lines 29-30 ]. It would have been 
obvious to a person skill in the art at the time the invention was made to combine the teaching of 
Lipton, Rose and Payne because Payne's teaching of game site would allow to implement the 
system on variety of applications to enhance its services. 

41 . As per claims 21 and 22, they are rejected for similar reasons as stated above in claims 3 
and 4. 



42. 
and 4. 



As per claims 31 and 32, they are rejected for similar reasons as stated above in claims 3 
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43. As per claim 41, it is rejected for similar reasons as stated above in claims 3-5. 



44. As per claim 43, it is rejected for similar reasons as stated above in claims 3-5. 



45. As per claim 45, it is rejected for similar reasons as stated above in claim 4. 



46. A shortened statutory period for response to this action is set to expire 3 (three) months and 0 (zero) 
days from the mail date of this letter. Failure to respond within the period for response will 
result in ABANDONMENT of the application (see 35 U.S.C 133, M.P.E.P 710.02, 710.02(b)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dustin Nguyen whose telephone number is (571) 272-3971. The 
examiner can normally be reached on flex schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Follansbee John can be reached on (571) 272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




